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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 8-18 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 19 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The new limitation "less than 2 pm" in line 13 is 
not supported in the specification. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 11 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The phrase "... pigment (A) consist of comprises . . ." in line 3 is indefinite. 
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Claim Rejections - 35 USC § 102/103 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claim 23 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Urscheler (US 2005/0039871). 

The reference teaches a product that appears to be the same as, or an obvious 
variant of, the product set forth in a product-by-process claim although produced by a 
different process. See In re Marosi, 710 F.2d 799, 218 USPQ 289 (Fed. Cir. 1983) and 
In re Thorpe, 777 F.2d 695, 227 USPQ 964 (Fed. Cir. 1985). See also MPEP §21 13. 

Regarding Claim 23, Urscheler (US'871) teaches a coated paper made by the 
process for producing coated paper comprising a non-contact coating composition (par. 
0026) using a curtain coater with a coating speed of 800 m/min - 1500 m/min (pars. 
0055 and 0123). US'871 teaches that the composition comprises a pigment (A) (0029), 
a copolymer latex ("binder") (B) (par. 0040), a wetting agent ("surfactant") (C) (par. 
0071), and a viscosity adjusting agent (D) ("thickener") (par. 0022). US'871 teaches a 
drying step (pars. 0008, 0018, 0054, 0087). US'871 also teaches that the coating 
composition has a viscosity of at least 50 mPa-s (Abstract and par. 0033). 

Claim 23 is therefore anticipated by or obvious over the prior art absent evidence 
to the contrary. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

11. Claim 8-9, 12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Urscheler et al. (US PGPUB 2005/0039871) in view of Hasegawa et 
al. (US 6,572,951). 
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Regarding Claims 8-9, 12, and 13, Urscheler (US'871) teaches a process for 
producing coated paper comprising the step of coating a non-contact coating 
composition (par. 0026) using a curtain coater with a coating speed of 800 m/min - 
1500 m/min (pars. 0055 and 0123). US'871 teaches that the composition comprises a 
pigment (A) (0029). US'871 suggests a drying step (pars. 0008, 0018, 0054, 0087). 
US'871 also teaches that the coating composition has a viscosity of at least 50 mPa-s 
(Abstract and par. 0033). 

US'871 fails to teach the specifics of a base paper. Hasegawa et al. (US'951 ) 
teach a printing sheet with a center line average roughness showing the larger value is 
1 .0-3.5 microns (Abstract). The range of center line average roughness overlaps the 
range of centerline average roughness in the claim in the range 1 .0 micron - 3.0 
microns. It would have been obvious to a person of ordinary skill in the art at the time of 
invention to modify the process of US'871 by using the paper of US'951 , because 
US'951 teaches that such paper prevents setoff while transferring a sufficient quantity of 
ink. 

Regarding Claim 13, US'871 teaches a coated paper obtained by the process of 
US'871 (pars. 0123, 0125). It would have been obvious to a person of ordinary skill in 
the art at the time of invention to modify the coated paper of US'871 by substituting the 
paper of US'951 to yield predictable results, because US'951 teaches that such paper 
prevents setoff while transferring a sufficient quantity of ink. 

Claims 8-9, 12, and 13 are therefore prima facie obvious absent evidence to the 
contrary. 
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12. Claims 8, 10, and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Urscheler et al. (US PGPUB 2005/0039871) in view of Hasegawa et al. (US 
6,572,951), and further in view of Ishikawa etal. (JP 05-179599). 

Regarding Claim 8, Urscheler (US'871) teaches a process for producing coated 
paper comprising the step of coating a non-contact coating composition (par. 0026) 
using a curtain coater with a coating speed of 800 m/min - 1500 m/min (pars. 0055 and 
0123). US'871 teaches that the composition comprises a pigment (A) (0029), a 
copolymer latex ("binder") (par. 0040), and a wetting agent ("surfactant") (C) (par. 0071). 
US'871 suggests a drying step (pars. 0008, 0018, 0054, 0087). US'871 also teaches 
that the coating composition has a viscosity of at least 50 mPa-s (Abstract and par. 
0033). 

US'871 fails to teach the base paper. Hasegawa et al. (US'951) teach a printing 
sheet with a center line average roughness showing the larger value is 1 .0-3.5 microns 
(Abstract). The range of center line average roughness overlaps the range of centerline 
average roughness in the claim in the range 1 .0 micron - 3.0 microns. It would have 
been obvious to a person of ordinary skill in the art at the time of invention to modify the 
process of US'871 by using the paper of US'951 , because US'951 teaches that such 
paper prevents setoff while transferring a sufficient quantity of ink. 

Regarding Claim 10, US'871 in view of US'951 fails to teach the process wherein 
the non-contact coating composition for paper further comprises a copolymer latex (B) 
which has a solids content of 5 to 30 parts by mass based on 100 parts by mass of the 
total of said pigment (A). Ishikawa (JP'599) teaches a copolymer latex for paper coating 
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(Claim 1 ). JP'599 teaches that the polymer latex is mixed to make up 5-35% of the 
weight (solid content) (par. 0006). The coating composition may further include pigment 
(par. 0023). It would have been obvious to a person of ordinary skill in the art at the 
time of invention to modify the process of US'871 in view of US'951 with the latex of 
JP'599, because JP'599 teaches that a latex coating is an advantageous paper-coating 
composition, which imparts high surface strength, stiffness, and print uniformity, while 
acting as a vehicle for pigment (Abstract; par. 0023). 

US'871 in view of US'951 and JP'599 fails to teach that wetting agent is in the 
amount of from 0.01 to 2 parts by mass based on 100 parts by mass of the total the 
pigment. At the time of invention, the amount of wetting agent used in a coating 
composition was known in the art to be a result-effective variable, because it affects the 
surface tension of coating material, thereby affecting retention of coating material on or 
in the paper. It would have been obvious to a person of ordinary skill in the art at the 
time of invention to modify the process of US'871 in view of US'951 and JP'599 by 
determining the optimum amount of wetting agent as a result of routine optimization. 

Regarding Claim 1 1 , US'871 in view of US'951 and JP'599 teaches coating 
paper with a coating composition comprising pigments and high aspect clay (JP'599, 
par. 0023; US'871 , par. 01 04). US'871 in view of US'951 and JP'599 further teaches a 
coating composition of clay with a particle size of less than 2 microns (US'871 , pars. 
0061-0066). US'871 in view of US'951 and JP'599 fails to teach the composition used 
in the coating process wherein pigment (A) is a mixture of comprising fine particle clay, 
which comprises a component having a particle diameter of less than 2 microns in an 
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amount from 95 to 99% by mass, a high aspect clay, which comprises a component 
having a particle diameter of less than 2 microns in an amount from 80 to 89% by mass 
and another pigment. It would have been obvious to a person of ordinary skill in the art 
at the time of invention to modify the process of US'871 in view of US'951 and JP'599 
using a composition which comprises a mixture of fine particle clay, high aspect clay 
and other pigments, because the use of such coating mixtures for paper coating is 
known in the art to reduce abrasion and enhance good flow of the coating composition 
(rheological properties). 

US'871 in view of US'951 and JP'599 fails to teach the recited amounts of clay 
components in the coating composition. The ratio of fine particle clay to other clay 
components was known at the time of invention to be a result-effective variable, 
because the ratio affects the rheological properties of the coating composition. It would 
have been obvious to a person of ordinary skill in the art at the time of invention to 
modify US'871 in view of JP'599 by determining the optimal ratio of clay as a result of 
routine optimization. 

Claims 8, 10, and 1 1 are prima facie obvious absent evidence to the contrary. 
1 3. Claims 1 9-22 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Urscheler et al. (US PGPUB 2005/0039871 ) in view of Ishikawa et al. (JP 05-179599), 
and further in view of Hasegawa et al. (US 6,572,951 ). 

Regarding Claims 19-22, Urscheler (US'871) teaches a process for producing 
coated paper comprising a non-contact coating composition (par. 0026) using a curtain 
coater with a coating speed of 800 m/min - 1500 m/min (pars. 0055 and 0123). US'871 
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teaches that the composition comprises a pigment (A) (0029), a copolymer latex 
("binder")(B) (par. 0040), a wetting agent ("surfactant") (C) (par. 0071), and a viscosity 
adjusting agent (D) ("thickener") (par. 0022). US'871 suggests a drying step (pars. 
0008, 0018, 0054, 0087). US'871 also teaches that the coating composition has a 
viscosity of at least 50 mPa-s (Abstract and par. 0033). 

US'871 further fails to teach the process wherein the non-contact coating 
composition for paper further comprises a copolymer latex (B) which has a solids 
content of 5 to 30 parts by mass based on 100 parts by mass of the total of said 
pigment (A). Ishikawa et al. (JP'599) teach a copolymer latex for paper coating (Claim 
1 ). JP'599 teaches that the copolymer latex is mixed to make up 5-35% of the weight 
(solid content) (par. 0006), and composed of 15-40% butadiene, 0.5% - 8% by weight of 
ethylenically unsaturated carboxylic acid monomer (pars. 0006-0017). The latex is 
formed by emulsion polymerization (par. 0017). The coating composition may further 
include pigment (par. 0023). It would have been obvious to a person of ordinary skill in 
the art at the time of invention to modify the process of US'871 with the latex of JP'599, 
because JP'599 teaches that a latex coating is an advantageous paper-coating 
composition, which imparts high surface strength, stiffness, and print uniformity, while 
acting as a vehicle for pigment (Abstract; par. 0023). 

US'871 in view of JP'599 fails to teach that wetting agent is in the amount of from 
0.01 to 2 parts by mass based on 100 parts by mass of the total said pigment. At the 
time of invention, the amount of wetting agent used in a coating composition was known 
in the art to be a result-effective variable, because it affects the surface tension of 
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coating material, thereby affecting retention of coating material on or in the paper. It 
would have been obvious to a person of ordinary skill in the art at the time of invention 
to modify the process of US'871 in view of JP'599 by determining the optimum amount 
of wetting agent as a result of routine optimization. 

US'871 in view of JP'599 teaches a process of coating paper with a coating 
composition comprising pigments and high aspect clay (JP'599, par. 0023; US'871, par. 
0104). US'871 in view of JP'599 fails to teach the composition used in the coating 
process wherein pigment (A) comprises a fine particle clay, which comprises a 
component having a particle diameter of less than 2 microns in an amount from 95 to 
99% by mass, a high aspect clay, which comprises a component having a particle 
diameter of less than 2 microns in an amount from 80 to 89% by mass and another 
pigment. It would have been obvious to a person of ordinary skill in the art at the time of 
invention to modify the process of US'871 in view of JP'599 using a composition which 
comprises a mixture of fine particle clay, high aspect clay and other pigments, because 
the use of such coating mixtures for paper coating is known in the art to reduce 
abrasion and enhance good flow of the coating composition (rheological properties). 

US'871 in view of JP'599 further fails to teach the specific amounts of clay 
components in the coating composition. The ratio of fine particle clay to other clay 
components was known at the time of invention to be a result-effective variable, 
because the ratio affects the rheological properties of the coating composition. It would 
have been obvious to a person of ordinary skill in the art at the time of invention to 
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modify US'871 in view of JP'599 by determining the optimal ratio of clay as a result of 
routine optimization. 

US'871 in view of JP'599 further fails to teach that the composition has a surface 
tension of from 25 to 45 mN/m at a surface lifetime of 10 ms. Hasegawa et al. (US'951) 
disclose that the surface tension of an oil component on a printing sheet is 27-30 
mN/cm 2 at a contact time of 5 ms (Abstract). It would have been obvious to a person of 
ordinary skill in the art at the time of invention to modify the composition in the process 
of US'871 in view of JP'599 by modifying the surface tension of the composition, 
because US'951 suggests that this surface tension is useful for enhancing setoff and 
absorbability of the paper. Furthermore, surface tension is a result-effective variable 
because it was known in the art at the time of invention to affect the ability of paper to 
absorb coating material. It would have been obvious to a person of ordinary skill in the 
art at the time of invention to modify US'871 in view of JP'599 by determining an optimal 
surface tension as a result of routine optimization. 

Claims 19-22 are prima facie obvious absent evidence to the contrary. 
Conclusion 

14. No Claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER WEDDLE whose telephone number is 
(571) 270-5346. The examiner can normally be reached on Monday-Thursday, 7:30 
AM - 5:00 PM EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Kornakov can be reached on (571)272-1303. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. W./ 

Examiner, Art Unit 1792 
/Michael Kornakov/ 

Supervisory Patent Examiner, Art Unit 1792 



